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Many jurisdictions permit multiple challenges to the val-
idity of a patent, including parallel proceedings in patent
offices and in the courts. This leads to a number of ques-
tions about the priority and impact of proceedings. For
example, if a patent is revoked in a patent office chal-
lenge, what is the impact on a prior determination of in-
fringement? Does it matter if the validity of the patent
was previously upheld by the court? Is timing or the
identity of the challengers relevant? Should infringement
proceedings be stayed in favour of validity proceedings?

These questions have been considered recently in several
jurisdictions, including the United Kingdom, Canada,
France and particularly the United States. Courts have not
applied a uniform approach to deciding these issues, but
seem to regard timing and party identity as relevant. This
article considers these decisions and the need for both
patentees and challengers to consider carefully the strategy
and, where possible, the timing of such proceedings.

United States
The United States recently saw a trilogy of cases in which
patents were found to be valid and infringed by the
courts, only to have the claims cancelled in a parallel
patent office action. Whether the accused infringer
nevertheless remained liable for damages (or subject to
an injunction) depended on the ‘finality’ of the prior in-
fringement litigation.

In Fresenius USA, Inc v Baxter Int’l, Inc1 the patent
owner obtained a final judgment from the trial court
that various patent claims relating to haemodialysis
technology were infringed and not invalid. The Court of
Appeals for the Federal Circuit upheld some of the valid-
ity findings (infringement was stipulated) but remanded
on remedies. The district court, on remand, entered a
damages award of approximately US$24 million but
stayed execution of the award pending appeal. While
the second appeal from the litigation was pending, the
Federal Circuit affirmed the US Patent & Trademark
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This article
† Many jurisdictions permit multiple challenges to the

validity of a patent, including parallel proceedings in
patent offices and in the courts. This has led to a
number of questions about their interplay and which
decisions take priority. Several jurisdictions have
begun deciding on these issues, including the United
Kingdom, Canada, France and particularly the United
States, where they are now likely to arise more fre-
quently due to the increased use of parallel proceed-
ings prompted by the America Invents Act (AIA).

† Courts have not applied a uniform approach to decid-
ing these issues, but seem to regard timing and party
identity as relevant. These decisions underscore the
need to coordinate the strategy and, where possible,
the timing of parallel proceedings. The decisions have
also shown that patent challengers, who typically stand
a better chance of prevailing on validity challenges in
patent offices, will be well served by seeking an early
stay of infringement proceedings or at least ensuring
that those proceedings are not finally determined
before the outcome of the validity challenge.

† Both patentees and potential infringers will need to
understand and implement strategies that account for
this evolving law. Continuing developments can be
expected both in the United States, due to the AIA, and
in Europe with the proposed Unified Patent Litigation
System, which is expected to enter into force in the next
few years.
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Office (USPTO) determination in a parallel ex parte re-
examination proceeding,2 which resulted in cancellation
of the infringed claims.

In the appeal of district court damages award, the
Federal Circuit considered the competing invalidity-
related decisions from the litigation and patent office
proceedings. Because remedies had not been finally
decided in the infringement litigation, a majority of the
court, over a vigorous dissent, rejected the notion that
the first appeal had brought the proceedings on invalid-
ity to an end. Instead, the Federal Circuit determined
that the infringement suit was not sufficiently final to
preclude application of the USPTO’s intervening cancel-
lation of the claims and that the patent owner thus ‘no
longer had a cause of action’ in the litigation.3 The court
acknowledged, however, that if the judgment from the
litigation had been truly final, then the accused infringer
would have been without recourse.

In ePlus, Inc v Lawson Software, Inc,4 validity and in-
fringement had again been determined at the trial court
level, in favour of the patent owner, and were affirmed
on appeal. The only remaining issue was the appeal of an
injunction and contempt finding against the defendant
for selling a new product not sufficiently different from
the infringing one. During that appeal, another Federal
Circuit panel affirmed the USPTO’s ex parte re-examin-
ation decision cancelling the infringed claim. Because
the infringement proceedings were not final, the Federal
Circuit determined that there was no longer any basis
for the injunction to continue and that the civil con-
tempt award ‘must be set aside’ and returned the case to
the lower court with instructions to dismiss. Thus, as in
Fresenius, the cancellation of the patent claim(s) resulted
in a win for the accused infringer because the infringe-
ment action was not sufficiently final.

The decision in Versata Software, Inc v SAP America,
Inc5 stands somewhat in contrast to ePlus and Fresenius
because, although there was a USPTO decision to cancel
the same claims that were at issue as in a pending in-
fringement action, the USPTO’s decision was on appeal
at the time the infringement action became final.
The Federal Circuit, having already affirmed infringe-
ment and US$391 million in damages, refused to stay
the effect of the judgment pending the appeal of the
USPTO’s invalidity decision, particularly as the patent
owner withdrew its request for an injunction. Because

there was nothing left to be decided in the infringement
action, the decision was deemed final and the alleged in-
fringer remained subject to the judgment, notwithstand-
ing the USPTO’s decision cancelling the claims.

All three of these decisions involved the same type of
post-grant patent office proceeding (ex parte re-examin-
ation) commenced prior to enactment of the America
Invents Act (AIA). Ex parte re-examinations were not
traditionally very popular with patent challengers, for
two reasons in particular. First, the patent challenger was
not permitted any on-going role in the proceedings
beyond the initial request, unlike litigation where it
would be possible to respond to arguments of the pa-
tentee. Secondly, and in a related way, they were not con-
sidered to be expedient. Although patent challengers had
no particular deadlines by which to file their requests,
equally the proceedings tended to take several years to
wind their way through the USPTO and the appellate
court. For these reason, final adjudication of ex parte re-
examination often did not occur until parallel patent in-
fringement litigation was near its final throes.

The AIA has now introduced many other types of
patent office proceedings (including inter partes review,
post-grant review and transitional covered business
method review proceedings). It is still too early to tell
how these will affect parallel patent infringement litiga-
tion. However, on their face, these new proceedings are
much more desirable both in terms of chance of success
for the patent challenger and expediency than ex parte
re-examination. Courts have thus shown more recent
willingness to stay infringement litigation pending reso-
lution of validity by the USPTO.6 However, there are
still many circumstances where both proceedings are
permitted to go forward in parallel.7 This means that ap-
pellate courts will likely continue to be confronted with
competing invalidity-related decisions from the USPTO
and trial courts. Also, given the continued availability of
ex parte re-examination practice, there will still be a
number of such USPTO decisions, and decisions on
appeal from them, affecting patent validity, which are
decided at an advanced stage of patent litigation.

United Kingdom
Finality of judgment has also been an important factor
in the United Kingdom, where the Supreme Court in

2 As the name implies, an ex parte re-examination proceeding involves the
United States Patent and Trademark Office’s (USPTO’s) reconsideration of
the validity of an issued patent at the request of a third party challenger.

3 Fresenius, above, n 2, 1332.

4 ePlus, Inc v Lawson Software, Inc, 760 F 3d 1350 (Fed Cir 2014).

5 Versata Software, Inc v SAP America, Inc, 717 F 3d 1255 (Fed Cir 2013).

6 See eg CallWave Commc’ns, LLC v AT&T Mobility, LLC and others, CA No
12-1701-RGA (D Del, 18 March 2015).

7 For example, courts have denied stays where the USPTO invalidity
proceeding was instituted only on a fraction of the claims asserted in the
litigation. See eg Clouding IP, LLC v Oracle Corp, No 12-642 (DI 47)
(D Del, 25 January 2013).
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Virgin Atlantic Airways Ltd v Zodiac Seats UK Ltd8 re-
cently overturned the Court of Appeal9 and found that a
subsequent patent revocation removed liability for
damages, at least where the amount of damages had yet
to be quantified.

This case has already been considered in some detail
in this journal.10 In brief, the dispute began in mid 2007,
when Virgin sought to enforce a European patent for
flat-bed aircraft seating against Zodiac Seats. Zodiac
Seats asserted in court that the patent should be revoked
and also opposed the patent in a separate European
Patent Office (EPO) proceeding. After trial and appeal,
the patent was found to be valid and infringed. Zodiac
was ordered to pay damages for past infringements
and enjoined from further supplies, but the amount
of damages had not yet been determined. The Court
of Appeal refused to delay its decision pending the
outcome of the EPO proceeding.

The EPO Technical Board of Appeal then held that all
of the infringed claims were invalid. Although the UK
injunction was therefore discharged, the Court of Appeal
held that Virgin was still entitled to payment of its
damages notwithstanding the subsequent revocation of
the patent by the EPO. This decision, however, was over-
turned by the Supreme Court, which found that Virgin
was entitled to rely, in determining the amount of
damages, on the fact that the patent had been invali-
dated. The Supreme Court also indicated that the courts
of England and Wales should reconsider their approach
to staying cases pending the outcome of EPO opposition
cases, given that its judgment relied in part on the fact
that the damages proceedings had not yet concluded.

That reconsideration on stays occurred with the guid-
ance being slightly recast in IPCom GmbH & Co KG v
HTC Europe Co Limited and others, although the stay of
the UK infringement action sought by the defendant was
refused in that case in part because the patentee under-
took to repay any damages if the patent was later
revoked by the EPO, thus removing the Supreme Court’s
concern about damages orders becoming final.11 Stays of
UK infringement actions pending EPO proceedings are
likely to remain rare, although the potential infringer

can counterclaim for revocation as part of the UK pro-
ceedings (unlike in Germany where the potential infrin-
ger cannot, and stays are relatively more common).

A stay of a UK revocation action pending the final
outcome of an EPO Opposition was eventually granted
to a patentee under the newly recast guidance in Actavis
Group PTC EHF v Pharmacia LLC.12 However, in order
to obtain the stay the patentee had to undertake for the
life of the patent not to seek an injunction and to limit
any damage claim to a 1 per cent royalty. Those condi-
tions will not be attractive to many patentees and are un-
likely to lead to a flurry of successful stay applications.

Canada
In Canada, a similar issue was considered and the court
applied a res judicata approach where earlier litigation
against a different party had been concluded.13 In April
2007, Eli Lilly relied on a patent to secure an Order prohi-
biting the Minister of Health from issuing a Notice of
Compliance to allow Apotex to market generic olanzapine
products.14 This ruling was affirmed by the Federal Court
of Appeals in 2008.15 However, in 2009, that patent was
declared to be invalid in a subsequent infringement
action by Eli Lilly against a third party.16 Apotex argued
that this ex ante invalidity decision meant that the 2007
Order should be set aside, entitling Apotex to damages
for being kept off the market from 2007 until 2009.

The Canadian courts refused to set aside the 2007
Order. The courts looked first to the public interest in the
finality of judgments, noting that fraud, error, and ‘new
matters’ had traditionally been the only justifications
for setting aside a prior final judgment. The courts
held that a subsequent finding of invalidity was not a
‘new matter’ that could warrant vacating a prior final
judgment:

The Court sees no good reason for changing the status quo by
giving Apotex an opportunity that had ceased to exist when
the Federal Court of Appeal confirmed the 2007 order.
Apotex had a full opportunity to raise all possible allegations
in respect of the invalidity of the ’113 patent in its NOA
[Notice of Allegation].17

8 Virgin Atlantic Airways Ltd v Zodiac Seats UK Ltd [2013] UKSC 46.

9 Virgin Atlantic Airways Ltd v Premium Aircraft Interiors UK Ltd [2009]
EWCA Civ 1062.

10 Gary Moss, ‘The Supreme Court in Virgin v Zodiac: whither the fat lady?’
(2014) 9(2) JIPLP 110.

11 IPCom GmbH & Co KG v HTC Europe Co Limited and others [2013] EWCA
Civ 1496, para 68 (Floyd LJ) recasting the guidance from Glaxo Group Ltd v
Genentech Inc [2008] EWCA Civ 23, paras 79–88 (Mummery LJ).

12 A stay was initially refused in Actavis Group PTC EHF v Pharmacia LLC
[2014] EWHC 2265 (Pat) but then granted in Actavis Group PTC EHF v
Pharmacia LLC [2014] EWHC 2611 (Pat).

13 Eli Lilly Canada Inc. v Apotex Inc. 2010 FC 952 (T-156-05, T-787-05),
appeal rejected 2013 FCA 282.

14 Eli Lilly Canada Inc. v Novopharm Ltd. 2007 FC 596 (T-1532-05).

15 Eli Lilly Canada Inc. v Apotex Inc. 2009 FCA 97 (A-84-08).

16 Eli Lilly Canada Inc v Novopharm Limited, 2009 FC 1018 (T-1048-07).
Although a first appeal was allowed and the case remitted in Eli Lilly
Canada Inc v Novopharm Limited 2010 FCA 197, the patent was again
invalidated in Eli Lilly Canada Inc v Novopharm Limited 2011 FC 1288 and
a second appeal refused in Eli Lilly Canada Inc v Novopharm Limited 2012
FCA 232 This invalidity is the subject of a NAFTA arbitration brought by
Eli Lilly against Canada on 12 September 2013.

17 Eli Lilly Canada Inc. v Apotex Inc., above, n 13, para 33.
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Preserving the certainty of final judgments ultimately
persuaded the courts to reject Apotex’s effort to set aside
the 2007 Order in order to claim damages from the
patentee.

France
A similar approach was taken by the Paris Cour de Cas-
sation in LPG Systems v Reginald Wehrkamp-Richter.18

That case, as in Canada, followed actions between the
patentee and two different competitors.

First, the patentee enforced its patent (for a massage
device) against Reginald Wehrkamp-Richter. In 1997,
the Tribunal de Grande Instance of Limoges held that
the patent was partially infringed, issued an injunction
against Wehrkamp-Richter and ordered him to pay
damages.19 Wehrkamp-Richter appealed the decision,
which was upheld by the Court of Appeals of Limoges in
September 2001.20 The infringement decision became ir-
revocable and was enforced (Wehrkamp-Richter did not
appeal the decision to the Cour de Cassation).

However, in separate proceedings against another
competitor, the patent was declared invalid by the Tribu-
nal de Grande Instance of Lyon in 2000.21 This decision
was upheld by the Court of Appeals of Lyon, and finally
by the Cour de Cassation in 2004.22

In 2007, Wehrkamp-Richter sought restitution of the
damages he had paid. That was rejected by the Tribunal
of Grande Instance of Valence in 200823 and then by the
Court of Appeals of Grenoble in 2010.24 Wehrkamp-
Richter this time filed an appeal before the Cour de
Cassation, raising the issue of whether damages paid in
application of an irrevocable patent infringement deci-
sion ought to be reimbursed to the defendant, once the
patent in question has been declared invalid by another
irrevocable decision.

The Cour de Cassation held that, while Article
L613.27 of the French Intellectual Property Code pro-
vides that ‘ the decision to revoke a patent has an abso-
lute effect and is applicable erga omnes’, Mr Wherkamp-
Richter had been held to infringe on the patent in ques-
tion by an irrevocable decision.25 The court thus ruled
that, although the revocation of the patent ab initio by
the lower courts had an absolute and irrevocable effect,
it could not justify the repayment of damages paid in ac-
cordance with a prior but final decision on infringement,

pursuant to the res judicata principle. The court justified
its decision by arguing that ‘nothing justifies that the
later revocation of a patent, even ab initio, annihilates
the irrevocable condemnation for infringement, in the
case of two different rulings that were issued in the
course of two different proceedings, at different times,
and that have often only one party in common, ie the
patent holder’.

Therefore, although relying heavily on the finality of
the earlier infringement decision, the French court
regarded it as important that it also involved a different
challenger.

Struggle to achieve balance
Courts around the world are struggling to balance the
objectives of res judicata with the implications of an ab
initio revocation of a patent in other proceedings. So far,
they have been more willing to allow defendants to avoid
infringement liability where the infringement proceed-
ings are not fully terminated and/or where the challen-
gers are the same or related. However, these decisions
appear to be highly fact sensitive, with the courts typical-
ly unwilling to allow either side to reap an unjustified
windfall. Further developments can be expected both in
the United States, due to the America Invents Act, and in
Europe particularly with the proposed unified patent
litigation system, which is expected to enter into force in
the next few years.

Patentees and challengers will both need to implement
strategies that account for this evolving law. Challengers
may need to mount patent office challenges very quickly
when facing (potential) infringement suits and then seek
an early stay of infringement proceedings. Patentees mean-
while should be aware of and try to counter such strat-
egies, for instance by starting infringement proceedings
sooner than they might otherwise and preparing their
arguments against any stay.

In the United States, it is perceived that patent chal-
lengers have a much higher chance of success of invali-
dating patents in the patent office than in the courts.
The patent office offers patent challengers a lower
burden of proof, a technically savvy tribunal that has
shown itself increasingly willing to cancel patent claims,
and a quicker and more streamlined proceeding than

18 LPG Systems v Reginald Wehrkamp-Richter, Cour de Cassation, Case No 10-
24.282, Ass Plen, 17 February 2012.

19 LPG Systems v Reginald Wehrkamp-Richter, Tribunal de Grande Instance
Limoges, 13 March 1997.

20 LPG Systems v Reginald Wehrkamp-Richter, Cour d’Appel Limoges, 10
September 2001.

21 CFK Concepts v LPG Systems, Tribunal de Grande Instance Lyon, 15 June
2000.

22 CFK Concepts v LPG Systems, Cour de Cassation, 5 October 2004.

23 Reginald Wehrkamp-Richter v LPG Systems, Tribunal de Grande Instance
Valence, 23 September 2008.

24 Reginald Wehrkamp-Richter v LPG Systems, Cour d’Appel Grenoble, 8 June
2010.

25 Wehrkamp-Richter, above, n 18.
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traditional litigation, particularly under the newer
America Invents Act procedures. While United States
courts were previously reluctant to grant stays of litiga-
tion due to the length of patent office proceedings,
judges are now more willing to stay litigation pending
the outcome of patent office invalidity challenges, par-
ticularly as the new, more expedient AIA procedures
continue to take effect. Whether a patent challenger suc-
ceeds in obtaining a stay of litigation often depends on
the predilections of the individual judge, who considers
factors such as the stage of the litigation, whether a stay
will simplify and streamline the issues that may ultimate-
ly need to be presented in litigation, and potential preju-
dice to the patent owner.

In Europe, courts have similarly been reluctant to stay
infringement proceedings due to the perceived length of

invalidity proceedings, particularly in the European
Patent Office (although recent experience suggests that
the EPO is willing to expedite if asked and can hear
cases at each instance within 12 months).26 Pending
general adoption of the unified patent litigation system,
it is likely that parallel proceedings at the EPO and in
national courts (and in some cases in multiple national
courts) will continue, although the courts are now likely
to be quicker to seek to minimize the potential injustice
in this approach if the patent is ultimately revoked.
Where patentees wish to avoid a stay of infringement
litigation pending resolution of a validity proceedings in
the EPO or national patent office, they should consider
whether they ought to offer to repay damages if the
patent is later revoked, particularly where the same chal-
lenger is involved in both cases.

26 See C Stothers ‘EPO Revokes Patent in Record Time, Relying on
Documents Disclosed in the UK’ (2012) 84(2081) Patent, Trademark &
Copyright Journal 880.
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